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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



IN RE APPLICATION OF 
KAZUSHI YOSHIDA, ET AL. 

SERIAL NO: 10/612,967 

FILED: JULY 7, 2003 

FOR: INFORMATION RECEIVING 
SYSTEM... 



EXAMINER: 



GROUP ART UNIT: 



COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 



LETTER 



The subject Patent application is a Continuation Application of U.S. Serial Number 
09/568,999 now abandoned, "the Parent Application". 

In the Parent Application Claims 1-31 were rejected as being anticipated by Simonoff 
U.S. patent number 6,351,777. 

Although applicants explained why the invention of Claims 1-31 is believed to 
patently define over Simonoff, apparently the Examiner does not agree because the rejection 
was maintained of all the pending claims, as is evident from the Office Action of January 6, 
2003 in the Parent Application. 



It is respectfiiUy submitted that Simonoff is not prior art with regard to the presently 
claimed invention. Filed herewith is a declaration under 37 C.F.R. § 1.131, submitted by the 
present applicants, Mr. Kazushi Yoshida and Mr. Hiroto Narioka, which provides ample 
evidence showing that the present inventors conceived of the presently claimed invention 
prior to the effective date of Simonoff , and worked diligently to constructively reduce the 
invention to practice, as is evident from the information contained in attachments A1-A7 in 
the Rule 131 declaration. 
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Consequently, it is respectfully submitted that the invention defined by Claims 1-31, 
is patentable over Simonoff, because the evidence provided in the Rule 1.131 declaration 
shows that the present inventors were conceived of the invention prior to the filing of 
Simonoff were diligent in constructively reducing the invention to practice. 

Consequently, in view of the presently claimed invention and the filing of the Rule 
131 declaration, it is respectfully submitted the invention defined by Claims 1-31 is 
patentable over the asserted prior art. The present application is therefore believed to be in 
condition for formal allowance and early and favorable reconsideration of this application is 
therefore requested. 



Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
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DOCKET NO: 240012US6CONT 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

IN RE APPLICATION OF : 

KAZUSHI YOSHIDA, ET AL. : EXAMINER: 

SERIAL NO: 10/612,967 

FILED: JULY 7, 2003 : GROUP ART UNIT: 

FOR: INFORMATION RECEIVING : 
SYSTEM, INFORMATION RECEIVING 
METHOD, INFORMATION PROVIDING 
DEVICE, INFORMATION PROVIDING 
METHOD, INFORMATION PROVIDING 
METHOD PROVIDING MEDIUM, 
INFORMATION PROCESSING DEVICE, 
INFORMATION PROCESSING METHOD 
AND INFORMATION PROCESSI... 

DECLARATION UNDER 37 C.F.R. S 1.131 

COMMISSIONER FOR PATENTS 
ALEXANDRA., VIRGINIA 22313 

SIR: 

We, Kazushi Yoshida and Hiroto Narioka, herein declare as follows: 

1. We are flie applicants in the above-referenced U.S. patent application Serial No. 
10/612,967, filed July 7, 2003, which is a continuation of U.S. Apphcation Serial No. 
09/568,999 ("the parent"), now abandoned, and we are completely familiar with the contents 
of the above-identified application, as well as the parent application. 

2. During the time we made the invention described in the parent application and the 
subject application, and at the time we executed the formal documents for the parent 
application, we were employed by Sony Corporation, the Assignee for both applications. 



3. We conceived of the invention described and claimed in the above-identified 
application, Serial No. 10/612,967, prior to the April 23, 1999 U.S. filing date of U.S. Patent 
No. 6,351,777, which is the reference alleged to have "anticipated" the invention claimed in 
the parent application. 

4. Following conception of the invention, we thereafter constructively reduced the 
invention to practice by filing Japanese Priority Document PI 1-139265 which was filed in 
the Japanese Patent Office on May 19, 1999. Prior to the filing of U.S. Patent No. 6,351,777, 
we, as well as Japanese patent attorneys hired to work with us in drafting the patent 
application, worked diligently to place PI 1-139265 on file at the JPO on May 19, 1999. 

5. As proof of these facts we have attached hereto Attachments A-1 through A-7. 
Because a number of these documents are in Japanese, descriptions of selected portions of 
these documents relevant to providing such proof of prior conception, diligence and 
constructively reducing the invention to practice, are provided herein. A listing of the 
attachments follows: 

• Attachment A-1 is a Sony-intemal Invention Report, dated April 9, 1999. 

• Attachment A-2 is a copy of the Invention Report, along with the handwritten 
notes of Mr. Saoyama of the Tanabe Patent Office (one of Sony's Japanese 
patent counsel) taken by Mr. Saoyama during a meeting on April 21, 1999, as 
indicated in the left-hand margin on the first page of Attachment A2 (the date 
has been circled). 

• Attachment A-3 is the first of three weekly schedule reports by Mr. Saoyama, 
indicating that Mr. Saoyama plans to work on the subject Japanese patent 
application beginning the week of May 11, which is the week following a 
week-long holiday in Japan, referred to as "Golden Week". 
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• Attachment A-4 is a calendar showing the week-long Japanese holiday of 
"Golden Week", which occurred from April 29, 1999 through May 5, 1999. 

• Attachment A-5 is the second of Mr. Saoyama's weekly schedule reports, 
dated May 17, 1999, indicating that on May 13, 1999 Mr. Saoyama completed 
the drafting of the subject Japanese patent application. 

• Attachment A-6 is the third of Mr. Saoyama' s weekly schedule reports, 
indicating that the subject Japanese application was filed in the JPO the 
previous week. 

• Attachment A-7 is a Sony- internal cover sheet for an internal review process, 
checking the application provided by Mr. Saoyama. 

6. With the exception of any redacted (masked-out portions) containing dates or 
proprietary information (such as charges and fees for certain law firms) and the English 
language handwritten annotations, the aforementioned documents are known to us to be true 
copies thereof. 

7. Attachment Al is a copy of our invention report, which we completed on April 9, 
1999. Included in the invention report is a description of the system requirements and an 
operational and functional description of how an embodiment of the present invention 
operates (see e.g. pages A-1 .2 through A-1.7). The figures on pages A-1.8 through A-1.1 1 
describe selected screen shots from our prototype version as well as a description about how 
the system operates. Beginning on page A- 1.1 2 and continuing through A- 1.1 4 is a selected 
description of the formatting specification for "Navin You," a prototype of our invention. 
Pages A- 1.1 5 through A. 1-1 9 show selected screens shots, and information about how 
"Navin You" operates. 

8. Attachment A-2 is a copy of the invention report with handwritten comments by 
Mr. Saoyama, taken during his invention disclosure meeting on April 21, 1999 when we 
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described the invention to him, Sony asked Mr. Saoyama to prepare the application, based on 
the materials and the description we provided to him. Our meeting on the 21^' of April came 
on the week prior to the beginning of the Japanese holiday named "Golden Week". In 1999, 
Golden Week began on April 29 and continued through May 5, as is seen in Attachment A-4. 

9. Attachment A-3 is the first of three weekly schedule reports prepared by Mr. 
Saoyama. As indicated in the circled region, Mr. Saoyama indicated that he planned to begin 
working on the present application, on the present week, which was May 11, 1999, the week 
after Golden Week. 

10. Attachment A-5 is the second of Mr. Saoyama's weekly schedule reports, for the 
week of May 17, 1999, indicating that he completed the draft application in the prior week. 

1 1 . Attachment A-6 is the third of Mr. Saoyama' s weekly schedule reports (for the 
week of May 24, 1999) and indicates in the circled area thereof, that the subject application 
was filed the prior week. 

12. Attachment A-7 is a cover sheet, which records an internal review history for the 
subject patent application. The cover sheet indicates that the draft application was received 
by Sony from our Japanese counsel on May 13, 1999, and after checking by us on May 18, 
1999, was sent out by our company for filing on May 19, 1999. The application was then 
filed on May 19, 1999, as indicated by the U.S. Declaration that we filed in the subject U.S. 
patent application, which claimed priority back to this Japanese application. 

13. Moreover, as indicated in the handwritten English text of Attachment A-7, the 
application was received from the outside counsel on May 13, 1999. A subsidiary company 
of Sony, "Sony Techno Research", received the draft on May 17, 1999 and then had at least 
Mr. Yoshida check the case. Mr. Yoshida finished the checking of the case on May 18, 1999. 
As indicated by the date-stamp the subsidiary company Sony Techo Research, on behalf of 
Sony's IP Department, finished checking on May 19, 1999. The Japanese application was 
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Received at: 4:11AM, 8/21/2003 

2003$ 8fl21B 16^34^^ 



NO. 0518 P. 6 



then filed on the some day« May 19. 1999, as is evidezit from the application data shoot and 
foxmal filing receipt for tho present ^plioatiou. 

14. His undersigned petLtioner daolarea farther that all statesments made harain of his 
knowledge ere true and that all statements made on infonnation and belief are believed 
to be true; and flzrther that these statements were msde wifli the knowledge that wfllftil fidse 
statements and Hie like so made are punishable by fine or imprisomnent, or both» under 
Section 1001 of Title 18 of the United Ststes Code and diat such willfhl £ds8 statements may 
jeopardize the validity of this application or any patent issuing thereon. 





Kazudd Yoshida 



Hitoto Nfirioka 





Date 
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